Patent Law Outline
Introduction
1. Historical Overview (pg 1-12)
a. Reconciliation of individual interests with community good

b. 1952 Patent Act (revision of earlier one)

c. 1982 Fed Circuit Court of Appeals created to unify patent doctrine and enhance patent system

i. Patents now held valid more frequently; easier to get an injunction against infringers; higher money damages

d. Supreme Court now asserts appellate jurisdiction over Fed Circuit more frequently
e. 1994 GATT produced TRIPs Agreement requiring WTO member countries to enact minimum stds of IP protection
2. Architecture of a Modern Patent (pg 13-26)
a. Must follow MPEP (Manual of Patent Examining Procedure)

b. Issue Date: patent rights end 20 years after filing date, with extensions allowed (used to be 17)

3. Patent Claim Drafting (pg 26-35)
a. Two constraints

i. Can’t claim anything within publicly available information (prior art)

ii. Can’t claim anything beyond the actual discoveries of the inventor (Morse)

b. Physical embodiment is irrelevant since you just care about the invention claimed

c. Preamble: identifies basic nature of invention, state just the invention, not the advantages of it

d. Transition

i. Open Claims: “Comprising A, B, C”—covers any invention that has A, B, C and anything else

ii. Closed Claims: “Consisting of A, B, C”—anyone with ABCD isn’t infringing; used in crowded art fields

iii. In between: “Consisting essentially of A, B, C”—evaluate whether D makes the variant essentially different 
e. The Body

i. Claim must be stated in the form of a single sentence

ii. Claim must set forth how each element interacts with at least one other element

iii. Internal references must be clear

iv. Independent and Dependent Claims: Broader claims cover more but expose you to litigation more.  Narrower get you less but are more insulative

v. Jepson Claims: specifically for claiming an improvement to an existing technology

vi. Description must be of “best mode”—best way to use the invention.  Ensures that upon expiration the patent-holder will be on a level playing field with the rest of the world.  Can’t hold back stuff you knew at the time of application.  
4. Overview of Patent System (pg 48-54)
a. Patents secure only the right to exclude, not the right to use yourself.  

b. Distinction

i. Utility patents: cover useful creations—most commonly called “patents”

ii. Plant patents: cover living plants

iii. Design patents: cover decorative rather than useful creations
c. Patent Prosecution
i. Takes average of 2-3 years.  Negotiations between examiner and inventor/attorneys.  After initial rejection, can narrow claims or submit arguments twice more before a final rejection.  Then you can abandon, appeal to Board of Patent Appeals and Interferences (BPAI), or continue through a continuation practice (another fee).  
ii. If examiner believes the application has more than one invention, then restriction requirement, and can force a divisional application for the claims not elected to be considered under the original application.  If BPAI rejects your appeal, can seek judicial review at Ct of App for Fed Cir (most common) or commencing a civil action against PTO Commissioner in dist ct.  

iii. Prosecution ends when PTO allows a claim and issues a patent (published in Official gazette) or the applicant abandons.  Patentee can seek reissue of patent to correct a deficiency.  Anyone can seek a reexamination. 
d. Enforcement Actions
i. Two enforcement methods:

A. Patentee brings infringement action

B. Potential infringer files a declaratory judgment action against patentee (just the reverse)
ii. Issued patents have a presumption of validity

A. Party challenging validity bears burden of proof and PTO gets some deference in its decision to issue the patent

5. Globalization and Patent Rights (pg 54-64)
a. Patent rights under §154 are valid only in US, must file in every country to get a patent there
b. Paris Convention 1883
i. For utility patents, one-year rule of priority commencing with first patent application filed in any Convention country.  During the one-year period, the inventor can file applications on the same invention in other Convention Countries and the subsequent applications will be treated, for priority purposes, as if they had been filed when the first application was.  
c. Process Consolidation 1970s
i. Patent Cooperation Treaty (PCT) provides uniform procedural framework for filing applications in multiple nations and consolidates prior art searching

ii. European Patent Office (EPO) is authorized to issue a patent providing rights in all EPC countries 
d. TRIPS: Substantive Harmonization
i. General Agreement on Tariffs and Trade (GATT)

ii. Trade Related Aspects of IP (TRIPs)

A. Changed to 20 year term from 17

B. Lets WTO inventors introduce evidence of foreign activities to establish a date of invention in US (“first to invent”)

iii. Patent Term: Run from date of issue to a date twenty years after the filing date.  Eliminates incentive for patent applicants to stretch out prosecution to extend the expiration date.  Can get term extensions/adjustments for FDA or PTO delays.  

iv. Provisional Applications to serve as placeholder to preserve priority date until converted into a regular application—effectively permits a patent term of 21 years.  

v. Eighteen Month Publication of Applications—creates an earlier disclosure point before the patent issues.  

A. Utilitarian justifications.  Alerts researchers to the success of others so resources can be diverted from solved problems.  Increases publicly available info to advance technology.  

B. Costs: may make people hesitant to file and more likely to keep trade secrets.  
6. Patent Reform Bill of 2005 (CS 1)
a. “First inventor to file” priority—would make US in line with rest of world instead of “first to invent” priority.

b. Also changes in validity review/opposition, candor requirements, and for injunctions
c. Unlikely to pass anytime soon
7. GATT (TRIPS) Art 27-34

Patentable Subject Matter (§§ 100-101)
1. Introduction to the Patent Act
a. Four patentable categories:

i. Process

ii. Machine
iii. Manufacture

iv. Composition of Matter

b. Diamond v. Chakrabarty (pg 66)

i. A live, human-made micro-organism not found in nature is patentable subject matter as a “manufacture” or “composition of matter.”  Laws of nature, physical phenomena, and abstract ideas are not patentable, nor would a new mineral discovered in the earth or a new plant found in the wild.  
2. Bar to Patenting Laws of Nature, Physical Phenomena, and Abstract Ideas

a. Historical Foundations

i. O’Reilly v. Morse (pg 78)

A. An inventor cannot patent a broad usage—too fundamental a discovery, too much a law of nature.  Could be a basis for a whole field of innovation, not just one use.  Court wants to encourage investment/innovation; too valuable to give one guy control exclusively.  He could not patent a principle of nature.  
ii. LabCorp v. Metabolite (CS 2-13)
A. Patent for diagnosing vitamin deficiencies was not granted because the field was too valuable, and court wanted to encourage more investment in the area.  Policy reasons.  
iii. The Telephone Cases (pg 90)

A. An inventor can patent a broad usage.  Bell diff from Morse because he went further in describing how the invention worked; maybe he understood it better.  Plus the industry thought this was impossible at the time; Bell really did enable his successors.  
b. Patenting Natural Substances and Living Things

i. Patenting of Purified Natural Substances

A. Parke-Davis v. H.K. Mulford (pg 97)

1. A substance extracted from animal tissue for medicinal use, which is new — practically and therapeutically — may be patentable, even though it differs from previous preparations only in its degree of purity.  ‘Change in kind’—an advance.  
2. Supposedly overruled by Funk.  
ii. Patenting of Simple Organisms and Plants

A. Funk Bros. Seed v. Kalo Inoculant (pg 104)

1. Patents cannot issue for the discovery of a phenomena of nature (the inhibitive or non-inhibitive qualities of Rhizobia bacteria—all he did was figure out a combination of bacteria that worked well as fertilizer).  Partly overruled by Chakrabarty now:

a. Can get patents on things in nature if you come up with a use for them
b. Can get patents for things previously not granted on moral grounds (life)

2. Could be a breadth of claim problem; a more modest claim about the specific combinations that worked well together probably would have been okay
iii. Patenting of Multicellular Creatures and Higher Life Forms (pg 128-131)
c. Software Controversy of the Late 20th Century: Benson and its Progeny

i. Gottschalk v. Benson (pg 132)

A. A pure idea is not patentable; nor are phenomena of nature (although just discovered), mental processes, and abstract intellectual concepts, as they are basic tools of scientific and technological work.  If there is to be invention from such discovery, it must come from the application of the discovery to a new and useful end.  (A computer program involving a method of converting binary‑coded‑decimal numerals into pure binary numerals — a mathematical formula without substantial practical application except in connection with a digital computer — was not a patentable process.)  Did not use Mental Steps Doctrine.  Has been OVERRULED by State Street.  
ii. Notes on “Mental Steps” Doctrine (pg 140-141)
A. Idea that someone working through a process in their head (taking mental steps) could be an infringer if the patent only covered an idea with no tangible result.  Therefore that kind of ‘invention’ is either not an invention or should not be treated as own-able.  
d. The Demise of the Limits: State Street

i. State Street Bank & Trust v. Signature Financial Group [Part I] (pg 156)

A. Generic algorithms and ideas can be patentable as applied to specific problems (Option Pricing Algorithm) (software claim as a machine claim).  Test for patentability in computer science from this case: Useful, concrete and tangible result.  (A set of numbers can meet that test, if it’s useful.)
3. Field Restrictions on Patenting: Business Methods, Medical Procedures, and Other Disfavored Areas
a. TRIPs disallows field restrictions, but sets out three exceptions to patentability:

i. Can bar socially harmful or immoral inventions

ii. Can bar surgical methods

iii. Macroscopic organisms
b. Business Methods: Part II of State Street

i. State Street Bank & Trust v. Signature Financial Group [Part II] (pg 167)

A. Second result: business methods are now patentable.  (Other claim: software was being used as part of a business process.)
ii. Why not patent business methods?
A. Originally, patents meant to protect technology, not concepts

B. People don’t need economic incentives of patents to create new business methods, but…probably should reward investment still

C. Firms can capture value of innovations in other ways (trade secrets, head starts)

D. Administrative problems in incorporating business method patents into PTO routine
iii. § 273: New defense for infringers of business method patents.  You don’t have to invent first.  Reducing method invention to use more than one year before patent filing and actually using before patent filing. (?)  Seems to acquiesce to business patents of prior art.  
c. Medical Procedures (pg 181-182)
i. Idea that patents shouldn’t prevent patients from accessing best medical treatment 
ii. US still permits medical procedure patents but doesn’t allow much remedy for infringement 
d. Software (pg 196)
i. Discussion of the costs to industry of allowing patents on software, whether the industry really needs patents to grow or whether it’s just a way of inhibiting competitors unnecessarily.  But trade secrets may be worse, and licensing can be expensive to arrange.
e. Sports Methods and other Traditionally Disfavored Areas (pg 203)
f. Sui Generis Alternative: Seminconductor Chip Act, HO 1-3

Utility (§ 101)
1. Introduction (pg 211-214)
a. §101 requires inventions be useful to get a patent

b. §112 requires patent to disclose the manner and process of making and using the invention—enablement (lets someone else be able to use it)
c. Idea: invention has to do something, not just be a scientific principle or an idea.  Utility doctrine encourages applications once the art has advanced some, policy reasons.  

d. Three major issues:

i. Practical or specific utility—what constitutes substantial usefulness
A. Specific to the subject matter claimed

B. Substantial i.e. ‘real world’ use/context; patentee must understand its usefulness
ii. Beneficial utility—does the invention has a socially harmful/deleterious purpose

iii. Operability—can the invention actually accomplish the alleged utility

2. Beneficial Utility

a. Lowell v. Lewis (pg 217)
i. Inventions must be useful; law requires it not be frivolous or injurious to the well-being, good policy, and sound morals of society.  Does not look at the degree of usefulness.  Doesn’t have to be a better pump in every context, or better than all existing products.  Utility requirement is modest and not concerned with the invention’s profitability.  
b. Juicy Whip v. Orange Bang (pg 219)
i. Invention was a post-mix dispenser that looks like a pre-mix dispenser.  Court reversed lower decision (saying it lacked utility b/c purpose was deceptive) and said that having an altered product to look like another was itself a specific benefit enough to satisfy utility rqmt (useful to the company!).
c. Notes on Morality and Biotechnology Inventions (pg 227)
i. Questions of whether the patent system is equipped to address morality concerns
3. Practical or Specific Utility

a. Brenner v. Manson (pg 229)

i. The invention must have a demonstrable utility aside from research use; a patent should not be a “hunting license.”  The steroid found didn’t have a known use; they weren’t allowed to hoard it until they found something to do with it.  Usefulness as a research tool or as producing a desired but useless product is not enough.  Process claim must be reduced to production of a product shown to be useful before you can define what monopoly to grant.  So, guy who invented first loses b/c he didn’t know the utility.  
b. In re Brana (pg 238)

i. One effective use is enough; if effective in mice and a PHOSITA thinks that is a good indicator for human effectiveness, then that’s enough.  For drugs, FDA approval not needed.  Presumptive utility and PTO has to prove that the invention is not useful; if PTO sustains their burden, still rebuttable by applicant.  
4. In re Fisher (CS 14-32)
a. New 1995 regs require fairly high level of utility.  Not just knowing what the general type of thing does and not a throwaway utility.  But research tools can be patentable, just have to specify what the tool will provide specifically, not as a category. (?)  Test: real world utility specific to subject matter claim.  (No $10k mice as snake food, or a machine as a door stop)  

5. Special problem of federally-funded basic research: §§ 200-203
Disclosure and Enablement (§ 112)
1. Introduction (pg 259-263)

a. Benefit to society used to be having a new technology in the country; now it is more the information that enables the technology.  Disclosure requirement is the quid pro quo of the right to exclude.  Helps delineate what is patented and what is still open to the public.  

b. Don’t need to specify how to make every device that falls within the claims, but just disclosure of the inventive concept/principle.  

c. Anatomy of §112
i. Enablement—requires inventor to describe invention clearly enough that PHOSITA can understand it well enough to make and use it

ii. Written Description—vague…highlight what you claim and claim what you highlight…

iii. Definiteness of Claims—claim language must be clear so that boundaries of the patent are easily discernable

iv. Best Mode—must tell the public the best mode known to practice the invention, i.e. state which of the embodiments is the most effective
2. Enablement
a. Undue Experimentation (i.e. that the disclosure would not enable a PHOSITA to make/practice the invention without undue experimentation)
i. Incandescent Lamp Patent (pg 263)

A. The imperfectly successful experiments of Sawyer and Man with carbonized paper and wood-carbon lamp filaments did not authorize them to claim the use of all fibrous substances for that purpose; there was no quality common to all fibrous substances which would make them suitable for that purpose and numerous experiments were required before Thomas A. Edison discovered the proper fiber.

ii. In re Fisher (pg 273)

A. Undue Breadth Doctrine.  Scope of enablement must be at least roughly commensurate with the scope of the claims.  Inventor tried to claim all potencies above the threshold he’d accomplished.  
iii. Amgen v. Chugai Pharm. (pg 276)

A. That some experimentation is necessary to make or use a claimed invention does not constitute a lack of enablement; the amount of experimentation, however, must not be unduly excessive.

iv. In re Wands (pg 280)

A. Factors to be considered in determining whether a disclosure would require undue experimentation and undermine the enabling requirement include the i) quantity of experimentation necessary, ii) amount of direction or guidance presented, iii) presence or absence of working examples, iv) nature of the invention, v) state of prior art, vi) relative skill of those in the art, vii) predictability of the art, and viii) breadth of the claims.  Discusses making a deposit of the cells available.  
v. In re Argoudelis (pg 290 n5)

A. Public deposits as means for complying with disclosure requirements are satisfactory
b. Uses of Examples in Specification

i. Prophetic Examples (pg 295 n1)
A. Examples usually listed in specifications describe actual lab or prototype test results, i.e. working examples.  In contrast, prophetic examples are applications of known techniques that are so predictable they can be prophesied by a PHOSTIA.  These pose significant problems for the enablement doctrine, which wants to see actual inventive work behind the claims.  Still, simulated test results and prophetic examples are permitted in patent applications, if adequately described.  
ii. Purdue v. Endo (CS 33-34)
A. Prophesies are not always as good as actual experimental data.  Oxycontin case.  Specification stated something as if they knew it, not in past tense though, but didn’t tell PTO they had no clinical proof.  Court said they failed to disclose material info to PTO, created false impression that patentee had actual clinical data.  
iii. Burden of Proof (pg 296 n3)
A. PTO bears initial burden of proving a claim is inadequately enabled by the specification.  Then shifts to applicant to prove enablement.  

B. In infringement, burden is on the one challenging validity to show by C&C evidence that prophetic examples combined with the specification are not enabling.  As a result, inventor usually never bears the burden of proving enablement, and encourages broad claims.  
3. Written Description

a. Introduction (pg 303)
i. Written description rqmt in §112 used to intertwine with issues of priority in §120 and question of “new matter” in §132.  
b. Vas-Cath v. Mahurkar (pg 303)

i. The statutory requirement that a patent specification contain a written description of the invention is separate and distinct from the enablement requirement; the purpose of the written description requirement is broader than to merely explain how to make and use the invention; rather, applicant must also convey with reasonable clarity to those skilled in the art that he or she was in possession of the invention.

ii. Drawings may be sufficient to provide the written description of the invention.

c. Gentry Gallery v. Berkline Corp. (pg 315)
i. Reclining seat in LayZBoy sofa, with controls on the console.  To fulfill written description requirement, specification must clearly allow PHOSITA to recognize that the patentee invented what is claimed.  The WD rqmt describes the invention with all claimed limitations.  Claim doesn’t have to be limited to a preferred embodiment, but you don’t get protection over anything broader than your broadest claim, so they lost here b/c limited to console.  (They were trying to amend the claim to encompass what the industry was doing, but that isn’t allowed.)  
d. Regents of UCal v. Eli Lilly (pg 322)
i. For DNA, the WD can’t name a broad class of mammalian insulin cDNA but has to give a precise defn (structure, formula, chemical name) of the claimed matter to distinguish it.  Need a recitation of some representative cDNAs, defined by nucleotide sequence, or of structural features common to the members of the genus, etc.
e. Rochester v. Searle (CS 34-43, HO 4-6)
i. Confirms separate requirements of enablement and WD.  Enablement is whether PHOSITA can reconstruct the invention.  WD is whether the application proves that the invention was invented in fact.  Same problem from Eli Lilly of not providing a list of compounds that work.
4. Definiteness

a. Introduction (pg 326)
i. Defines the scope of the patent, informs public of the limit of the monopoly during the patent term.  Eliminates temptation to have vague terms to broaden the patent.  
b. Standard Oil v. American Cyanamid (pg 331)

i. Patent using but not defining “partially soluble” was inherently ambiguous.  Inventor could have defined it but chose not to, and no way for PHOSITA to utilize the process b/c of ambiguity; claim too vague to point out and distinctly claim the subject matter of the invention, so patent is invalid.  
5. Best Mode

a. Randomex v. Scopus (pg 337)

i. The holder of a patent for a portable cleaning apparatus satisfied the best mode requirement through the indiscriminate disclosure of the preferred cleaning fluid, even though no formula was given for the fluid.  Patentee deliberately failed to disclose preferred formula of disk cleaner in an attempt to generate sales for its cleaning fluid.  Patent still valid since for a disk cleaner and not the fluid.  Don’t need to say how to make every accessory.
ii. Test:

A. Subjective: Look at time of application, what inventor thought, even if it’s wrong

B. Objective: Did patentee reveal enough to allow someone else to use the best mode?
Novelty (§ 102)
1. Introduction (pg 361)
a. Novelty provisions concern only events that occur before the time of invention (102a, e, g)

b. Statutory Bars may be triggered by events happening after invention (102b, c, d)

c. If at time of invention, patentee could pass the novelty requirements, then it’s new enough to obtain a patent.  However, that right can be lost if subsequent events trigger a statutory bar.  

d. Other countries only care who filed first, not who invented (US).  So resolution of who invented first involves an interference, which only the US has.  

e. Structure of determining Novelty

i. Determining whether some other item can quality as a reference (102a, 102e1)

ii. Relative timing of applicant’s invention and the reference.  Effective date of the reference is time when considered to have become part of the art.  

A. Compare to critical date (date of applicant’s invention—determined through priority considerations); if reference date is before critical date, then reference is part of the prior art.  

iii. Determining whether the info disclosed in a pre-critical date reference is sufficient to render the applicant’s invention non-novel.  If disclosure id sufficient, the reference anticipates the applicant’s invention.  
2. Anticipation (pg 364)
a. Applicant receives the patent unless the invention is known or used or patented or described in a publication (102a) OR the invention was described in certain published patent applications or in a patent filed by another prior to the date of invention (102e) OR the invention was made by another who hadn’t abandoned, suppressed, or concealed (ASC) it.  

i. Comparing the applicant’s invention with info in a reference.  How to determine whether the reference discloses sufficient info to know that it contains the applicant’s invention?  
b. Identity Requirement
i. Rule: anticipation can only be established by a single prior art reference which discloses each and every element of the claimed invention (expressly or inherently).  i.e. Single piece of prior art discloses the identical invention.  

A. If you have to combine two or more references of prior art to get the invention, then it’s an obviousness (not anticipation) problem.

B. Can be a different field of art
ii. In re Robertson (pg 365)

A. Fasteners case.  Every element test: every element in the patent has to be revealed in a single reference to be anticipated.  Four corners rule—prior art, to anticipate, must bear within its four corners adequate directions for the practice of the patent invalidated.
B. Inherency test/doctrine: must make clear that the missing descriptive matter is necessarily present in the reference description

1. Can’t patent the cancer-fighting ability of broccoli sprouts—it’s inherent

2. Third set of fasteners in Robertson were not inherent b/c not necessary to the invention, therefore one element difference is enough for anticipation.  
c. Accidental and Unknown Anticipations

i. In re Seaborg (pg 375)

A. Claims in an application on a patent relating to the element “Americium,” and to methods of producing and purifying the element were patentable over the prior art, even where the production of the element was inherent in a prior reactor design.  The Court found that the prior device would have produced, accidentally, only trace amounts of the element.

d. Enablement Standard for Anticipation
i. A prior art reference cannot anticipate unless it is fully enabling to a PHOSITA just as much as if it was derived from a prior patent—vague and general representations will not anticipate.  (Seymour v. Osborne)
ii. In re Hafner (pg 380)
A. What anticipates if sooner, infringes if later.  However, standard for anticipation under 102 doesn’t necessarily have to be enough to disclose for 112 (slightly higher standard to be an inventor than to anticipate).  

1. Can’t anticipate your own invention, but you can bar yourself
iii. Titanium Metals Corp v. Banner (pg 383)
A. Anticipation can be found only when the reference discloses exactly what is claimed.  Prior art reference disclosing the species anticipates a later claim to an entire genus containing that species.  But the prior genus does not anticipate a later species b/c anticipation requires disclosure of the genus and specific direction to the particular species.  
iv. Schering v. Geneva (CS 44-54)
A. Prior art reference may anticipate without disclosing a feature of the claimed invention if the missing characteristic is necessarily present or inherent in the single anticipating reference (though not stated explicitly, and even though unrecognized by a PHOSITA).

B. Accidental (Seaborg) does not equal unwitting (physiological production of DCL after taking Claritin).  Since DCL was automatically created, it was inherent in the prior art disclosure, so the new patent application was anticipated.  
1. Kind of steps on Seaborg’s toes.  Schering distinguishes on amount produced…
v. Rasmusson v. SmithKline Beecham (CS 54-55)
A. Proof of efficacy is not required in order for a reference to be enabled for purposes of anticipation.  (Explaining Hafner.)  If the reference discloses but then disparages the invention, it’s still anticipatory.  Reference doesn’t have to think the invention is useful, just has to describe it and enable it.  
vi. “New Use” Patents (pg 392)
A. Under §100b, new use patents are process patents.  Discoverer of a new use cannot obtain a patent on the old substance, only on the new use, even if no use was previously known.  
3. References Under §102

a. Domestic Inquiry: “Known or Used by Others”
i. Aim is research—if new inventor is trying to figure out what’s in the field, would he find it?
ii. “Known by Others”

A. Natl Tractor Pullers Assn  v. Watkins (pg 398)

1. Prior knowledge must be prior public knowledge — that is, knowledge that is reasonably accessible to public; knowledge is not satisfied by knowledge of single person, or a few persons working together.

iii. “Used by Others”

A. Rosaire v. Baroid Sales Division, Natl Lead Co. (pg 403)

1. Where the exact method claimed in a patent has been anticipated by use by another, (use which amounted to more than incomplete or unsuccessful experiment and was carried on without any deliberate attempt at concealment or effort to exclude public) the patent is invalid.  That there was no publication would not render a patent valid where the prior work had been done openly and in the ordinary course of activities of a large oil company.

2. D invented & used but never published/patented.  P patented then sued for infringement.  Holding: public disclosure important incentive, but “known or used” by first inventor still invalidates (gas prospecting).  §102a doesn’t require affirmative action; enough that not concealed.  
B. Note: using yourself doesn’t create anticipation—only use by others.  But problem if researching in a team whose members change…
b. Global Inquiries: Patents and Printed Publications

i. Printed publications

A. Jockmus v. Leviton (pg 407)

1. Lightbulb holder shaped like a candle.  A catalogue distributed generally to a trade is a “publication” of the invention.

B. Klopfenstein (CS 56-62)
1. For publication, take into consideration the audience or viewers (powerpoint), and whether they would know if it worked or have a reliance interest (no confidentiality agreement) or take notice of the disclosure.  

2. Key inquiry is whether a reference has been made publicly accessible, disseminated.  Case-by-case inquiry into facts, considering: 1. length of time exhibited, expertise of target audience, existence of reasonable expectations that the material wouldn’t be copied, and the ease of copying the material.

a. A thesis filed/indexed at a university counts as printed publication

b. Paper delivered orally at an academic convention counts

c. Powerpoint presentation to audiences with expertise who could take notes counts
ii. Patented (but only if in English…)
A. Reeves Bros v. US Laminating Corp. (pg 415)

1. A “Gebrauchsmuster” issued under the laws of Germany is an effective patent; but for anticipation purposes, a Gebrauchsmuster is a reference only for what is claimed and patented, and not for what is disclosed in its specifications.  A Gebrauchsmuster is not sufficient as an anticipation of a process patent.
2. Effective date for a foreign patent is the date it issues or is published (?)
4. §102(e): Disclosures in Earlier-Filed US Applications

a. Alexander Milburn Co. v. Davis-Bournonville (pg 423)
i. Problem of two almost simultaneous patentees.  The first patent described but didn’t claim the second patent’s invention.  Since the applications were secret, the second guy couldn’t research to find out about the first’s descriptions.  Gave it to first guy anyway, on a public reliance interest theory, that it was already in the public domain.  But doesn’t shore up the search model much.  
b. 102e also used for nonobviousness purposes in addition to novelty (but PTO doesn’t like this)

c. Secret prior art is anticipatory under 102e and 102g2
5. Priority of Invention/Timing Issues
a. Basic Rules of Priority §102(g)
i. 102g most often invoked in interferences (g1) to resolve priority disputes, but can also be used as a source or prior art (g2).  

A. Applicant can ask commissioner to declare an interference when another application or issued patent covers the same invention.  Parties then have to agree on what the language should be to cover both sets of claims/inventions.  Then the first to invent wins.  

1. Priority rules let you use foreign activity to establish your date of invention to get a patent, but not to block other people form getting the patent.

B. If you’re first to conceive and first to reduce to practice (RTP) OR the first to conceive and diligent about RTP, then you’ll win.  

1. Determine both parties’ dates of conception and reduction to practice.  First to conceive must RTP or be diligently working on it before second conceiver does in order to win.  

2. If there’s a gap between first conceiver’s conception and becoming diligent during which second conception happens, the second guy could win if he RTP first.  

a. Encourages diligence after conception.  Can’t control conception but can incentivize behavior afterwards.  

ii. If you want to win in a priority fight, then you can’t abandon, suppress, or conceal (ASC).  But also 102g is a prior art provision.  

iii. 102g incorporates into the prior art an earlier inventor’s secret knowledge provided no ASC (Dunlop Holdings v. Ram Golf, pg 473)
iv. Conception: Townsend v. Smith (pg 442)

A. Conception of the invention consists in the complete performance of the mental part of the inventive act, and priority of conception is established when the invention is made sufficiently plain to enable those skilled in the art to understand it.  An inventor’s right to patent does not become forfeited without clearly proved abandonment after he has established priority.
1. Senior applicant is who filed application first.  Sr applicant can stand on date of filing = RTP if adequate disclosure, plus right of presumption if his patent issues first (C&C std).  Jr applicant bears burden of proving first invention.  If co-pending, then preponderance of evidence std.  
B. Here first to conceive was first to RTP even though not diligent in the meantime while second guy conceived.  
v. Diligence/RTP: Christie v. Seybold (pg 448)

A. In evaluating who was being diligent, court looks less here at lab notebooks and more at why the inventor wasn’t working as hard as possible.  Since Seybold didn’t have the money to buy tools and didn’t want to borrow them since he’d have to give up a share of his invention to that guy, court says that was about commercialization and money, not about invention and diligence, so that inventor doesn’t win.  

vi. Filing/ASC: Peeler v. Miller (pg 456)

A. Miller can prove conception and RTP before Peeler, but he waited to file so he can’t bring a 102g interference since he ASCed.  Puts Miller in the position of arguing he RTPed later than he did.  But still an eventual presumption of abandonment.  Courts don’t differentiate between A, S, and C; treat as one word: ASC.  

vii. Notes on Abandoned, Suppressed or Concealed Work (pg 459)

viii. Trade Secrets, §102(g), and Software Industry (pg 463)

b. Prior Art uses of §102(g)(2) (abandonment of the invention itself)
i. Dow Chemical v. Astro-Valcour (pg 466)
A. 102g2: Dow was prevented from getting the patent b/c someone else was keeping a trade secret on blowing foam.  102a requires public use and 102g says something secret is anticipatory, this tells trade secret holders that there are no risks.  Test for invention was just that AVI knew they’d done something new and useful, not a patent application.    
B. Didn’t count as 102a b/c it was private, not 102e b/c never patented.  Bad for Dow b/c it was truly secret art, no way for them to discover, and then went straight to public domain.  In this way, 102g creates a pricing cap—if you overcharge, creates an incentive for someone else to enter the market and discover your methods.  
1. 102a anticipation: private art can be just above pure theory, and focus is on the public’s reliance interest (inventor vs public)

2. 102g ASC: invention reduced to practice, and focus on the inventor’s reliance interest (two inventors vying)

C. ASC Tests:

1. Active ASC from public

2. ASC inferred from inventor’s unreasonable delay in making invention publicly known, i.e. to patent or publish or use publicly w/in a reasonable time after inventing
ii. Note: to establish a date of invention for statute, if reference precedes the application, you can “swear behind” by filing an affidavit swearing you invented before the reference.  i.e. swearing behind the date of the reference to show you invented sooner.  
iii. §273(b)
iv. Interaction of §102(e) and §111(b), 122, 154…

c. Finer Points: Defining Conception, Diligence, and Reduction to Practice

i. Conception in Detail

A. Fiers v. Revel (pg 485)

1. Description of DNA requires a precise defn by structure, formula, chemical name, or physical properties, not a mere wish/plan for obtaining the claimed invention.  Requires more than a statement that it’s part of the invention and reference to a potential method for isolating it—need a description of the DNA itself.  
2. Question whether Fiers invented in US; but for DNA the defn of conception is essentially equivalent to RTP…!
ii. Diligence in Detail

A. Griffith v. Kanamaru (pg 490)

1. Not legitimate reason for breaking diligence: Doubts about value or feasibility or work on other inventions.  Stopped working on invention while waiting for particular grad student to matriculate and attempting to get outside funding as a validation step. Court does not see this as a valid reason for stopping work; Cornell took its chances by not funding the endeavor.  An unexplained break in activity of merely 3 months is sufficient to destroy diligence.
iii. Reduction to Practice

A. DSL Dynamic Sciences v. Union Switch & Signal (pg 495)

1. Issue of what constituted a RTP.  Court decided attachment of the mount assembly to a caboose rather than instead of a caboose was close enough to count as RTP.
2. From conception to RTP = due diligence type period.  From RTP to filing = timeline not to ASC.  

B. Multiple Interference Paradox (pg 499)

6. Establishing a Date of Invention (pg 502)

a. In re Moore (pg 503)

Statutory Bars
1. Introduction (pg 541)
a. Can bar an applicant from a patent even if they’re the first to invent, if they wait too long to file an application.  Kind of like a SOL—forces timely assertion of rights.  Can be triggered by stuff before or after the invention.  Grace Period of one year where inventor’s activities don’t raise a bar to patentability.  
i. After 1 year from invention, 102b comes into play (before 1 year, functions same as 102a)

ii. Activities of applicant can’t destroy novelty, but can trigger a statutory bar (102c,d, some b)

iii. Note: 102a concerned with date of invention.  102b concerned with date of application.  

b. Policy benefits:

i. Increased reliability of public information (less secret art that will be patented later)

ii. Faster dissemination of new info and claims (published at 18 months)

iii. Early termination of patent rights (at end of patent term)
2. §102(b): General Statutory Bars

a. Review of Patents and Printed Publications: publication or patent anywhere in the world counts as prior art.  (Same as 102a).  But only a patent/publication with an effective date more than one year before patent filing date can trigger the 102b statutory bar.  This means the applicant can publish, wait more than a year, and bar himself from the patent under 102b.  
b. “In Public Use or On Sale” (in this country)
i. Public Use

A. Egbert v. Lippmann (pg 554)

1. “Public use” does not mean that a large number of people must use the invention. Inventor made corset and shown to friends several years prior to patent application. Court held it was irrelevant that corsets are "private" item and that only a few people knew about it, public use bars patent.

B. Moleculon Research Corp. v. CBS (pg 560)

1. An inventor’s display of a cube puzzle (Rubik’s) to his colleagues prior to one year before filing of patent application was not a “public use” rendering the patent invalid.  Inventor’s discussions with assignee and assignee’s contact with a toy manufacturer did not establish “public use,” where the discussions did not disclose the workings of the puzzle.

2. CBS tried to argue that selling the invention caused statutory bar for being in public use more than a year before patenting. Court disagrees, saying you are allowed to sell a concept w/o hitting the bar but can't sell the embodiment.  In the alternative, CBS tries to claim inventor sold his only prototype, thus selling the embodiment. Court argued that he kept his prototype so not really selling embodiment.  Even if he hadn't kept the prototype, court still would have likely decided the same way.

C. Metallizing Engineering v. Kenyon Bearing & Auto Parts (pg 565)

1. Judge noted that "a condition upon an inventor's right to a patent is that he shall not exploit his discovery competitively after it is ready for patenting, he must content himself with either secrecy or a legal monopoly." Goes on to note that there is a one year grace period, but if the inventor goes beyond that, "he forfeits his right regardless of how little the public may have learned about the invention; just as he can forfeit it by too long concealment."
2. Process of conditioning a metal surface for bonding with applied spray metal.  Invalidated b/c too long competitive exploitation before application for patent.  
a. Commercial use bar:  Inventor's competitive exploitation >1yr to application =  forfeiture of right regardless of how little public may have learned about the invention.  Consideration for patent: public as soon as possible begin to enjoy the disclosure.  1 yr Rule doesn’t apply to an inventor who practices his invention for private purposes or his own enjoyment ( not extend the period of his commercial monopoly.
ii. On Sale
A. Something is “for sale” if there is an enforceable contract
B. Pfaff v. Wells Electronics Inc (pg 568)
1. Sale prior to reduction to practice. An invention is on sale if: 
a. The embodiment of the invention is the subject of a commercial offer for sale 
b. And the product is ready for patenting (i.e. reduced to practice/embodiment, a PHOSITA would be enabled from drawings/info)
2. Case lays out this rule.  Invention was subject to sale prior to reduction to practice and more then a year had passed since the date of sale (less then a year btw RTP and filing).  Court found invention was ready to patent at time of commercial offer, thus barred.

3. Machine patent.  Had been subject to sale more than one year before filing.  But not > 1yr prior to reduction to practice.  Court finds on sale bar.  Test – subject to commercial offer of sale; ready for patenting (reduction to practice or descriptions that enable).  
C. UMC Electronics v. US (pg 575)

1. Just making a bid for sale to the Navy was enough to trigger the bar.  No physical embodiment and bid wasn’t accepted, but still.  Since they’d tried to commercialize beyond the patent period, they tripped the bar under 102b.
D. Abbott Labs v. Geneva Pharm. (pg 582)

1. Case where crystals shifted after creation but before sale.  The invention was on sale whether the inventor realized it or not…  Goes to public domain even though there was no way patentee could have known.

2. Seller’s Knowledge objective test: just the sale.  No requirement that sales offer specifically identify all the characteristics of an invention offered for sale or that parties recognize the significance of all the characteristics.

E. FieldTurf v. Sprintturf (CS 63)
c. Experimental Use Exception

i. City of Elizabeth v. American Nicholson Pavement Co. (pg 586)

A. The use of an invention by the inventor solely in order to test its qualities, remedy its defects, and bring it to perfection is not (although others thereby derive a knowledge of it) a public use of it within the meaning of the patent law.  (Samuel Nicholson, having invented a new and useful improvement in wooden pavements put down, as an experiment, his wooden pavement on a street in Boston, where it was exposed to public view and travelled over for several years, and it proving successful, he obtained letters‑patent therefor.)

B. Wooden pavement prototype installed on public highway where it was tested 6 years prior to filing. Very obvious and public use, but court finds no bar due to experiment.  Difference is he was not trying to extract the benefit of the invention, but was developing it.  
C. Federal Circuit factors
1. How many prototypes?
2. How long did testing go on?
3. How good of records were kept on testing? Data?
4. Where there confidentiality agreements?
5. Control over use of experimental invention
D. Wooden pavement patent.  Prototype installed on public highway for testing 6 years prior to filing.  Very obvious & public use.  BUT experimenting is not public use.  

1. Public Use Bar – Use by inventor or those under his control for experimenting or perfecting (restrictions on use) is not public use, regardless of public nature of usage. Intent controls.  
2. What if he’d charged a toll? payment is just one factor… including amount that’s sold, payment if any, control you keep over it, proof of legitimate experimentation vs. for profit.
ii. Lough v. Brunswick Corp. (pg 594)

A. Boater not experimenting, just playing (bias towards non-trained/scientific/corporate inventors?)
B. Mechanic invented sailing mechanism. Shared w/ friends.  Later patented.  Holding: not experimental b/c he didn’t formally request/collect feedback (from the friends he gave it to).  
1. Public use: Experimenting standards “Totality of the facts” … solved by trial & error.  “Simple mechanic” didn’t know the caselaw but did what seemed appropriate in the setting in which he worked.  Dissent infers the fact that he didn’t get any reports means it worked like a gem.
iii. In re Smith (pg 601)
A. Market testing not okay under experimental use exception.  Air freshener market test asked housewives commercialization questions (packaging, odor) that didn’t relate to the functionality, so created a bar.  
d. Third Party Statutory Bar Activity

i. Baxter International v. Cobe Labs (pg 602)
A. Blood centrifuge. Baxter sues COBE for infringement, COBE seeks SJ because 3rd party publicly used the invention more than one year prior, raising § 102(b) bar.  Main issue: was use by 3rd party in lab experimental, even though the inventor wasn't experimenting, but rather someone else?  Court finds use in lab public—no guards or security. No confidentiality requirements.

B. P’s patents for blood centrifuge invalidated for prior public use.  Had turned over to NIH to test.  Discouraging removal from the public domain of inventions that the public reasonably has come to believe are freely available.

ii. W.L. Gore v. Garlock (pg 611) (Fed Circuit)
A. If A sells product of secret invention, this does not preclude B's right to patent the device.  Cropper (in NZ) develops and constructs machine for producing tape. Offers to sell to Mass. company, nothing happens. Sells to Budd under agreement that he must keep the machine a secret. Employees signed confidentiality agreements. No attempt to hide the machine though. Sells the tape made by the machine.  Tape was noninforming. 
B. Public use:  Dr. Gore invents same machine, wants to patent. Court finds that Gore can patent because Budd only sold the tape, not the process that was used in producing it. Because activity was secret, there was no public use.
1. Policy-based distinction btw inventor's sale and 3rd party's sale: Cropper's sale of tape created a § 102(b) bar for Cropper only.  Idea is that 102(b) is primarily concerned with policy—encouraging an inventor to enter the patent system promptly.

iii. Widely Known but Contractually Confidential Information (pg 616)

3. Party-Specific Statutory Bars: §102(c) and §102(d)

a. Abandonment §102(c) (abandonment of intention to get a patent, not of the invention itself—moves the invention to the public domain)
i. Not much used anymore b/c easier to go with 102b and Egbert that it’s been used for a year
ii. Macbeth-Evans Glass Co. v. General Electric Co. (pg 625)

A. The policy of patent law is to secure to the public the full benefit of inventions after the expiration of a fixed term; any action of an inventor which would defeat such a policy by withholding his invention from the public for (his own) profit will operate as an abandonment of his right to a patent.  Inferred abandonment.  
B. Guy used an invention for lightbulb glass in secret for 10 years before filing for a patent.  Three years before application, an employee stole it though.  MacBeth himself wasn’t benefiting before patenting, but a 3rd party was.  (Today you’d be out under 102b.)
b. Prior Foreign Filing §102(d)
i. Carrot: Paris Convention Priority Rules allowing dating back to foreign application date within 1 year of US application.  

ii. **Stick: 102d.  If you wait more than 1 year, your patent may actually be barred, if the foreign patent has already issued.  

iii. In re Kathawala (pg 635)
A. Theoretically, you could just vary the claims and escape the bar, before this case

B. Greek patent turned out to be invalid, but US court doesn’t have to look at foreign patent validity before deciding on a 102d challenge.  Just the dates/claims.

C. Spanish patent could only encompass the process for making a pharmaceutical but not the compound itself.  US claims had to be different to cover the compound.  Court says they’re not that dumb and they can read the Spanish patent for more than just the claims, so compound claims still barred under 102d.
4. Derivation from Another §102(f)
a. 102f gets used as an alternate to 102a, when the prior invention was not public enough to count under 102a.  
b. Most 102f and 102g cases come out of companies where two research groups worked on the same thing.  (In re Clemens pg 775)  However, 103c protects companies if art only qualifies b/c of 102e, f, or g and is invented by a single entity.
c. Campbell v. Spectrum Automation Co. (pg 432)

i. No one is entitled to a patent if the invention was derived from someone else’s work.  The other person’s work may be public or private, written or oral, domestic or foreign.  Patent law does not reward thiefs.
ii. Looking for evidence of communication, derivation.  Communication would have to be complete enough to enable a PHOSITA to practice the invention (relates to 102 obviousness).  

iii. Burden of proof—will be challenging an already issued patent that has a presumption of validity, so you need C&C evidence and corroboration (statements, pictures, etc).
Nonobviousness 
1. Tries to distinguish between trivial and nontrivial inventions, to measure technical accomplishment.  How high does inventive step have to be?  How much do you have to contribute to the technology?  
2. Introduction: Nonobviousness and “Invention”
a. Hotchkiss v. Greenwood (pg 648)

i. “Doorknob case” metal instead of porcelain knob – Inventor must display "more ingenuity & skill" than that possessed by the "ordinary mechanic." Problem w/ test: too ambiguous. 

b. Rubber-Tip Pencil Company v. Howard (pg 655)

c. Great A&P Tea Co. v. Supermarket Equip. Corp. (pg 661)
i. The whole of the invention more than the sum of its parts.  "Synergism" requirement.  Check out stand as used in a supermarket was a combination of known elements which yielded no “unusual or surprising consequences”

ii. Douglas Dissent (pg 665): “Inventive genius” as a test, not enough that it’s new and useful.  Need not be startling but must be of such quality and distinction that masters of the scientific field in which it falls will recognize it as an advance.  
3. §103 and Basic Graham Inquiry

a. Graham v. John Deere (pg 670)

i. Overturned Cuno's "flash of creative genius," A&P's "synergism," & Hotchkiss's "more ingenuity & skill than an ordinary mechanic."  Created Graham factors.  John Deere looks at the invention instead of the inventor!
ii. Test for obviousness: 

A. Step One: Survey the prior art.
1. What counts as prior art? Everything from 102:
a. Prior inventions that were “known” or “used” in the U.S. [§ 102(a)].
b. Patents and printed publications anywhere in the world [§ 102(b)].
c. Earlier inventions made in the U.S. and not abandoned, suppressed or concealed [§ 102(g)].
d. Information contained in prior patent or published patent application [§ 102(e)].
2. Prior art is relevant when
a. It’s in a related or analogous field, regardless of the problem to be solved, or 
b. Even if not from the same field, it is reasonably related to the particular problem from which the inventor is involved.
B. Step Two: Examine the differences between the invention and the prior art.
C. Step Three: Determine the level of ordinary skill in the art.  Were the differences as a whole obvious at the time of invention to one with ordinary skill in the art?  Could a person having ordinary skill in the art have made this leap?
1. Hindsight Bias: To invalidate patent there must have been obviousness at time of invention, can't just argue that it is obvious now.
2. Person skilled in art: Depends on what ordinary skill is in the art. 
a. What is the average education level of person in this area? High school? PhD w/10 yrs of experience?
b. What general types of problems would a person skilled in art would be exposed to?
3. While an invention can only be anticipated (shown to lack novelty) through a single prior art reference containing all the elements of the invention in the same arrangement, obviousness can be demonstrated by combining two or more pertinent prior art.
iii. Secondary considerations from Graham (citing Goodyear Tire v. Rayovac): give light to circumstances surrounding origin of subject matter.  Courts must consider this or risk reversal. 

A. Commercial success (if it were easy to invent, it would have been invented sooner, b/c look how profitable it is!)
B. Acquiescence (if people are licensing it instead of challenging it, have to assume it was nonobvious b/c if they thought they could have done it, they’d challenge)
C. Long felt but unsolved need(s) (if it were easy to solve, someone else would have)
D. Failure of others to do this 
b. For combination patents, now, not doomed, but the combination needs to produce a wholly unexpected result.  
c. US v. Adams (pg 692)
i. Wet battery case
d. Sakraida v. AG Pro (pg 702)
i. Removes cow manure from barn floor with water flush system.  Long felt need satisfied.  Test for combination patents—court doesn’t want to withdraw things from the public domain if all pieces are already known.  Ask whether the improvement achieves a synergistic result?  2+2 > 4?  So combination patents now have std of John Deere + Synergy Test.  

ii. Synergy test tends to doom the invention to being un-patentable.  Synergy is science in truth, not magic.  SYNERGY TEST IS NO LONGER USED.
e. KSR v. Teleflex (CS 64-66)
i. Physician adjusted vehicle pedal.  Wants a new test for obviousness/inventiveness, and moves to looking at what the field looked like before this invention?  What were the circumstances of why the inventor came up with this?  Creativity can be how far afield the inventor looks to find inspiration.  
4. Nonobviousness at the Federal Circuit

a. Suggestions in the Prior Art

i. In re Dembiczak (pg 709)
A. Jack-o-lantern leaf bag.  Prior art was a garbage bag and holiday art.  Court points out that hindsight is not informative for obviousness.  Test: to be considered obvious, the invention has to be a rigorous application of a teaching or a motivation to combine.  

B. Combining things can be the inventive step, unless there was a reason to think of the combination.  

C. Obvious to Try Doctrine: evaluate obviousness of combination by looking at how many alternatives were attempted before getting to the result.  But some cases reject this b/c systematic research in and of itself should not make the resulting inventions obvious.  Want to protect and encourage investment.  

D. Suggestion Test: if a suggestion in writing (or maybe just orally, or even implicit—Ruiz) then you didn’t invent the combination.  Less favored right now.  
ii. Ruiz v. Chance (CS 66-73)
A. Nothing in the literature suggests the combination, yet court still found it obvious.  So a suggestion to combine can be implicit, coming from the nature of the problem to be solved.  
iii. Arkie Lures v. Gene Larew Tackle (pg 719)
A. Salty fishing lures—people in the industry didn’t think they could be stable since prior art tended to explode, so result was wholly unexpected.  

B. GOT RID OF COMBINATION PATENTS.  Don’t ever say “synergism” again—meaningless b/c virtually all patents are combinations.  (Stratoflex v. Aeroquip).  Instead, inquiry should be into the difficulty of combining different pieces of prior art.  
iv. Rejection of “Obvious to Try” Standard (pg 735)

b. Objective or Secondary Factors

i. Hybritech v. Monoclonal Antibodies (pg 736)
A. Teaching Disclosure – at time patent issues does public get its part of bargain? ( a patent that teaches PHOSITA how to practice the invention.  But don’t need to teach what is well known in the prior art.  
B. Nexus requirement: nexus between merits of invention and secondary considerations from John Deere.  Allows challengers to come in to prove other reasons why the invention happened (other reasons for commercial success, why the long-felt need hadn’t been met before).  Lets challengers show you don’t meet the John Deere factors.
5. The Winslow Tableau

a. In re Winslow (pg 757)

i. 103 lets you take prior art references in combination whereas 102 must be single reference.
ii. Court argued take 102(b) art, imagine it is hanging on wall in inventor's lab. But that doesn't take into account that there could be a ton of art, that there is value in combining prior art references.
iii. If prior art teaches NOT to combine things that are combined in the invention, that strengthens inventor's case. Ex. experts say don't use chem X in battery, you did. That shows nonobviousness.
iv. Workshop Test (Winslow) – kind of art.  For obviousness, imagine the inventor in his workshop with the prior art he is presumed to know hanging on the walls around him.  To solve his problem, he looks around at the art for a solution, & if the solution to his problem would be obvious from the art hanging around him, it fails 103.  Shows that you can combine art to show obviousness.  

6. “Prior Art” for Purposes of Section 103

a. Novelty Provisions of Section 102
i. Since 102 tells you what kind of prior art counts (and 103 doesn’t), courts look to 102 for guidance about whether the 102 art should count for 103 purposes.  
ii. Hazeltine Research v. Brenner (pg 764)
A. If something counts as prior art under 102, it counts for 103 as well.
7. The Nonanalogous Arts Limitation

a. In re Clay (pg 798)
i. Field Analogous – "product-function" approach – art from the same field of endeavour, regardless of problem at issue.  Problem Analogous – "problem-solving" approach - art not from within same field of endeavor, but is "reasonably pertinent to the particular problem" at issue.  Looks more at what kind of problem the inventor was trying to solve.  
ii. Solution: Sliding Scale.  The closer the two fields, the less you need a suggestion to combine to make it obvious.  The farther the fields are apart, the more you need to see a suggestion to combine for obviousness.  

iii. Case about deadhead space at the top of tanks.  Court looks at prior art that references the inventor’s own field and analogous arts (reasonably pertinent to the problem at hand) to determine whether inventor should have known about this and it was obvious.  Here court said it was in another field.  But how do you decide what the inventor’s field is?  In §103, can only use art in the inventor’s own field.  So §102 is where people drag in art fomr very different fields.  
Overlap Between §102 and §103
1. Prior Art under §103

a. In re Bass (pg 767)
i. If something counts as prior art under 102, it counts for 103 as well. (see also Hazeltine…)

ii. 103c: However, if art qualifies only b/c of 102e, f, or g, but is invented by a single entity, then it doesn’t count as art for 103 purposes.  Good for R&D companies, own work not held against them.  

iii. Not sure what was decided here specifically, but not viewed as a great decision apparently.  Limited applicability—not really about 102g, just a hard case w/different inventorship entities.  
b. Oddzon Products v. Just Toys (pg 778)

i. 102(f) prior art can be used in combination with other prior art to make an invention unpatentable under 103.  Secret prior art can render obvious.  If someone tells you something (prior art) that combined with something else is obvious, then the result is NOT patentable.  Used 103c (excludes 102e, g, f).  
2. Statutory Bars of §102

a. In re Foster (pg 785)

i. Want to have the idea of "close enough" in 102(b). That "invention" should mean the exact same thing or something really close.  But if we read 102(b) like that, then we would want to do this for 102(a), causing 102(a) to fully overlap with 103.  Some courts get around this by reading 102(b) strictly, but then loosen 103 to apply not just to the moment of invention but also the moment of statutory bar.  But 103 says "at time invention was made", which isn't the time of statutory bar.  Court tried to claim that that phrase applies to qualifying pool of people skilled in the art.  Stupid.  
ii. Court of Customs: 102(b) one-year statute of limitations will begin to run once information enters the public domain that, while not anticipating the invention, renders it obvious. It is not necessary that such information be found in a single embodiment, or reference, such as a new publication, patent or invention. Sufficient that the new information, when combined with already existing information and/or ordinary skill in the art, renders the applicant's invention obvious.
b. Now: Idea of 103/102(b) prior art. A year before filing, ask is there any reference that anticipates and is there a reference that renders the application obvious. So we're either misreading 102(b) or 103.

i. We misread 102(b) "invention" to mean same invention or something obvious to it. Being read differently than 103. 

ii. For actual anticipation under 102(b), have to ask the same thing.  
Chemistry and Biotechnology as Special Cases

1. Nonobviousness

a. Chemistry

i. Technological Landscape of Chemical Industry

A. Chemical Structures

ii. Old Hass-Henze Doctrine: Structure is King

iii. Dillon: Structure and Function Reconsidered

A. In re Dillon (pg 817)

iv. Nonobviousness and Nominally New Chemical Process Claims

A. In re Ochiai (pg 841)
1. 103b was supposed to be a soln for biotech industry, since could apply for a patent on the process using a composition also patentable, and for which simultaneously apply for the patent on, and then the invention is patentable.  Instead of using 103b people prefer to get a process patent by showing there’s enough differences to make the product patentable in its own right.  
b. Biotechnology

i. In re Deuel (pg 848)

A. A patent on a chemical entity in structural terms requires that the prior art suggest the claimed compounds.  General method of isolating DNA is not relevant to whether specific molecules isolated are themselves obvious unless there is teaching as to a compound that suggests claimed DNA.  
ii. Note on §103(b) and Biotech Process Patents (pg 859)

iii. Problem HO 12

Inventorship

1. Inventorship and Misjoinder

a. Basics of Inventorship 

i. §111(a)(1)

ii. §116

iii. Burroughs Wellcome v. Barr Labs (pg 1256)

A. RTP = “Discovery” that actually works.  Genes pretty much require reduction to practice in order to have conception.  "Definite & permanent": when inventor has a specific, settled idea, a particular solution to a problem at h&, not just a general goal or research plan.  BUT inventor need not know invention will work. 

B. So experimentation is a factual situation on conception.  How certain is the idea?  Why are you experimenting.  The AZT trials in BW did not undermine the idea, & therefore did not undermine conception.
C. NIH argues biotech case logic should be applied—reduction to practice necessary for conception. Up to that point conception of the invention was not complete.  Holding: Before – one need not know invention will work, only have a particular solution at h&.  AZT was certain enough: knew structure, function, synthesis
D. Conception is the touchstone of inventorship ( each inventor must contribute to the conception of the invention.  Conception complete when only ordinary skill would be necessary to reduce the invention to practice without extensive research or experimentation.  Verification/RTP not part of inventorship/conception.  So if you make any contribution to the conception, you can be an inventor (even if contributed to just one claim).  
E. Joint invention: don’t have to physically to work together, some form of collaboration between them necessary. § 116 (can be different type or amount of contribution, don’t have to contribute to every claim, but at least one claim.)
F. All co-inventors have full and complete right to exploit the invention—don’t owe any duty to account to one another.  
International Considerations

1. Foreign Activities to Establish Priority (pg 509)

a. Paris Convention and §119 of Patent Act

i. History and Purpose of Convention

ii. Implementation by US in §119

iii. Analysis of Paris Convention Article 4

iv. Notice of Priority Filing

b. TRIPs and Reformation of §104 of Patent Act

i. Old §104 and the Bar to Proving Foreign Dates of Invention

ii. New §104

2. Foreign Activities to Create Prior Art (pg 515)

a. §102(a): Knowledge and Use “In This Country”

i. Westinghouse Machine v. GE (pg 516)

A. A previous reduction to practice of an invention in a foreign country is a nullity for the purpose of defeating a patent application unless it was patented or described in a printed publication.

b. §102(e): “Filed in the US”

i. In re Hilmer (Hilmer I) (pg 523)

A. Schwartz03

c. §102(g)(2): Third party Prior Art Inventions “In This Country”

i. Hilmer II (pg 533)

A. Schwartz03

3. International Practice: Obtaining Patents in Multiple Countries (pg 535)

a. Patent Cooperation Treaty

b. Foreign Filing Licenses

4. Notices, Dept of Commerce (HO 7-11)
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